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earned patent term adjustment. See 37 CFR 1.704(b). 
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1 )E] Responsive to communication(s) filed on 1 1 October 2005 . 
2a)D This action is FINAL. 2b)[3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
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5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 13-30 is/are rejected. 
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Attachment(s) 

1) Notice of References Cited (PTO-892) 

2) EH Notice of DraftspersorVs Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) O Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: . 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 7-05) 



Office Action Summary 



Part of Paper No./Mail Date 20051223 



Application/Control Number: 10/715,854 Page 2 

Art Unit: 2823 

DETAILED ACTION 
Allowable Subject Matter 

1 . The indicated allowability of claim 28 is withdrawn in further review of the prior art 
of record, Suzuki et al. to U.S. 6,310,674 B1 . Rejections based on the cited 
reference(s) follow. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 28-30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Suzuki et al. (U.S. 6,310,674 B1). 

Suzuki et al. (Fig.1 and 14A-E) teach a method of forming a substrate 'with an 
electrode including the steps of providing a substrate (1); depositing an oxide 
conductive film (25) directly on said substrate (1 ) consisting of an amorphous material 
on a substrate at a temperature equal to or less than the crystallization temperature, 
wherein said conductive film (25) is an ITO film; patterning said ITO film (25) by forming 
a photoresist resin film (26) on said ITO film (25), and effecting a photolithographic 
process including an exposure step and development step; patterning said ITO film (25) 
using said photoresist film (26) as a mask; and crystallizing the oxide conductive film 
(25) by heating (column 5, lines 2 - 30, column 6, line 29 - column 7, line 26, and 
column 13, line 24 - column 15, line 45). 
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Suzuki et al. fail to teach wherein said resin is selected having a volume 
resistance in the range of 10 2 Qcm to 10 12 Q-cm. However, the selection of the volume 
resistance is obvious to one of ordinary skill in the art at the time the invention was 
made because it is a matter of determining optimum process condition by routine 
experimentation with a limited number of species to obtain desired device 
specifications. 

Suzuki et al. fail to teach wherein the thickness of the transparent coating film is 
in the range of 0.5 //m to 5 /vm. However, in the case where the claimed ranges 
"overlap or lie inside ranges disclosed by the prior art" a prima facie case of 
obviousness exists. MPEP 2144.05. Therefore, it would have been obvious to one of 
ordinary skill in the art at the time the invention was made to use the above mentioned 
thickness range disclosed in Suzuki et al. to arrive at the claimed invention. 
Furthermore, Suzuki et al. fail to teach wherein the thickness of the electrode is 20 nm 
or less. Notwithstanding, it would have been an obvious matter of design choice 
bounded by well known manufacturing constraints and ascertainable by routine 
experimentation and optimization to choose these particular dimensions because 
applicant has not disclosed that the dimensions are for a particular unobvious purpose, 
produce an unexpected result, or are otherwise critical, and it appears prima facie that 
the process would possess utility using another dimension. Indeed, it has been held 
that mere dimensional limitations are prima facie obvious absent a disclosure that the 
limitations are for a particular unobvious purpose, produce an unexpected result, or are 
otherwise critical. See, for example, In re Rose, 220 F.2d 459, 105 USPQ 237 (CCPA 
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1955); In re Rinehart, 531 F.2d 1048, 189 USPQ 143 (CCPA 1976); Gardner v. TEC 
Systems, Inc., 725 F.2d 1338, 220 USPQ 777 (Fed. Cir. 1984), cert, denied, 469 U.S. 
830, 225 USPQ 232 (1984); In re Dailey, 357 F.2d 669, 149 USPQ 47 (CCPA 1966). 

Allowable Subject Matter 

4. Claims 13-23, 26 and 27 are allowed. 

5. The following is a statement of reasons for the indication of allowable subject 
matter: the prior art of record fails to teach forming an undercoat layer made of an 
organic material on a surface of a synthetic resin substrate to relieve stress caused by 
the difference in a coefficient of thermal expansion between the substrate and an 
electrode formed thereon. 

Conclusion 

6. Applicants are encouraged, where appropriate, to check Patent Application 
Information Retrieval (PAIR) (http://portal.uspto.gov/external/portal/pair) which provides 
applicants direct secure access to their own patent application status information, as 
well as to general patent information publicly available. 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to examiner Julio J. Maldonado whose telephone number 
is (571 ) 272-1864. The examiner can normally be reached on Monday through Friday. 

8. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew Smith, can be reached on (571 ) 272-1907. The fax number for this 
group is 571-273-8300. Updates can be found at 
http://www.uspto.gov/web/info/2800.htm. 
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